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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 27 September 2006 . 
2a)n This action is FINAL. 2b)KI This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Ciaims 

4) ^ Claim(s) 1-10 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) 1-10 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)n accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 
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DETAILED ACTION 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 
There is no Table 9. 
Claim 2, B should read or not and 

Claims 1-10 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with 
the written description requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to reasonably convey to one skilled in 
the relevant art that the inventor(s), at the time the application was filed, had possession 
of the claimed invention. 

Only c. japonica have been shown by applicant to inhibit pollen formation, and only with 
Example 1 and 3 prohexadione compounds, and only at high concentrations, without 
deleterious effects on c. japonica branch elongation. One would not know if the same 
results would follow application of the enormous number of claimed compounds of 
formula Al. 



Claims 1-10 are rejected under 35 U.S.C. 112, first paragraph, as failing to comply with 
the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and/or use the invention. 
The rejection of record is maintained. 

Only c. japonica have been shown by applicant to inhibit pollen formation, and only with 
Example 1 and 3 prohexadione compounds, and only at high concentrations, without 
deleterious effects on c. japonica branch elongation. One would not know if the same 
results would follow application of the enormous number of claimed compounds of 
formula Al. 



Claims 1-17 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
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which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

.There is insufficient support for preventing infestation- 
one could not know that the treatment would prevent all beetles 
or fungus from infesting all trees. Preventing is seen as an 
all or nothing phenomenon, and applicant must prove the 
negative. The presence of one colony anywhere, or one beetle, 
precludes preventing. 

The factors to be considered in determining whether a disclosure 
meets the enablement requirement of 38 U. S. C. 112, the first 
paragraph have been described inn re Wands, 8 USPQ2D 1400 (Fed 
Cir. 1988) , Among these factors are (1) the nature of the 
invention; (2) the state of the prior art; (3) the relative 
skill of those in the art; (4) the predictability or 
unpredictability of the art; (5) the breadth of the claims. (6) 
the amount of direction or guidance presented; (7) the presence 
or absence of working examples; and (8) the quantity of 
experimentation necessary. When the above factors are weighed, 
it is the examiner's position that instant disclosure fails to 
meet the enablement requirement for the following reasons: 

(1) The nature of the invention: claims are to unqualified 
inhibition by specific agents, 

(2) The state of the prior art shows the use of these compounds 
for specific protection-experimentation was required. 

(3) The relative skill of those in the art. The relative skill 
of those in the art is high. 

(4) The predictability or unpredictability of the art. The 
unpredictability of the art is very high. 

(5) The breadth of the claims. The claims are very broad, as 
'"inhibition" can not be expected to have been performed, even if 
the condition treated is not evidenced, without experimentation. 

(6) The amount of direction or guidance presented. There are 
potentially thousands of compounds claimed, which are not 
previously known to provide inhibition as defined in this 
specification -the results expected are presumptive, no guidance 
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given for determination if in fact the condition, as claimed, 
was caused by application of any of the compounds at any 
concentration to any Conifera, except as of the 2 examples, 

(7) The presence or absence or working examples. There are 

2, showing inhibition without adverse effects, but only at high 
concentrations, ♦ caused by the treatment. 

(8) The quantity of experimentation necessary extensive-there is no known levels of 
amount useful for any of the multitude of specific agents claimed to provide inhibiton 
against any specific organism, & still provide use of the treated trees. 



Response to Arguments 

Applicant's arguments filed 9/27/06 have been fully considered but they are not 
persuasive. Applicant's arguments regarding the abstract and 103 rejection are 
persuasive, as is the argument for decreasing pollen formation. Applicant has failed to 
show stopping pollen formation, however. The terminology should reflect the invention, 
not the desired results. The claimed invention is beyond the scope of the specification. 

We agree with applicant's arguments regarding the art rejection; we find it would 

be obvious to try; however, this is seen as applicant's position in regard to the vast 

number of compounds claimed, & conifera species as intended subjects of treatment. 

We also accept the arguments for interpreting inhibiton as a desired end point, not all or 

nothing. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to NEIL LEVY whose telephone number is 571-272-0619. 
The examiner can normally be reached on Tuesday-Friday, 7 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, MICHAEL WOODWARD can be reached on 571-272-8373. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 



273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Infonnation Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications Is available through Private PAIR only. 
For more Infonnation about the PAIR system, see http://pair-dlrect.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA)y^1-272-'M)00. 




NEIL LEVY 



Primary Examiner 
Art Unit 1615 



